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DETAILED ACTION 

1 . In the Amendment filed on October 20, 2009, Applicant amended claim 19-36. 
Accordingly, claims 19-36 are pending. 

Information Disclosure Statement 

2. The information disclosure statement filed September 21 , 2009 fails to comply 
with 37 CFR 1 .98(a)(3), which requires a concise explanation of the relevance, as it is 
presently understood by the individual designated in § 1 .56(c) most knowledgeable 
about the content of the information, of each patent, publication, or other information 
listed that is not in the English language, and a copy of the translation if a written 
English-language translation of a non-English-language document, or portion thereof, is 
within the possession, custody, or control of, or is readily available to any individual 
designated in § 1 .56(c). The IDS has been placed in the application file, but the 
information referred to therein, specifically, the Japanese Office Action issued June 30, 
2009 for corresponding Japanese Patent Application JP 2003-365047, has not been 
considered. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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4. Claims 31-36 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

In regard to claims 31-36, the claims are drawn to a computer readable 
medium. Normally, the claim would be statutory. However, Applicant's specification 
does not define or exemplify the computer readable medium. Accordingly, the 
computer readable medium could be a signal. 

"A transitory, propagating signal ... is not a "process, machine, manufacture, or 
composition of matter." Those four categories define the explicit scope and reach of 
subject matter patentable under 35 U.S.C. § 101 ; thus, such a signal cannot be 
patentable subject matter." (In re Nuijten, 84 USPQ2d 1495 (Fed. Cir. 2007)). 

Because the full scope of the claim as properly read in light of the disclosure 
appears to encompass non-statutory subject matter the claim as a whole is non- 
statutory. 

The Examiner recommends amending the claim to recite a " non-transitory 
computer readable medium." 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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6. Claims 20, 26, and 32 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In regard to claims 20, 26, and 32, "wherein each of the at least two image- 
processing-mode-selection images represents a different level of image processing of 
the image processing mode ," recited in lines 5-6 of claim 20, lines 4-6 of claim 26, and 
lines 5-7 of claims 32, is not clearly understood rendering the claims indefinite. For 
example, the Examiner cannot determine what it means to have a different level of 
image processing of the image processing mode . For purposes of examination, the 
Examiner will interpret these recitations as meaning different types of image processing 
is performed. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 19-36 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent Application Publication No. 2001/0053247 A1 to Sowinski et al. (hereinafter, 
Sowinski). 
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In regard to claim 19, Sowinski discloses a print-ordering system (Sowinski, 
Fig. 5) comprising: 

print-control means (Sowinski, [0065], line 6, networked computer system) for 
transferring image data to a print system, where the image data is transmitted from a 
user terminal via a network (Sowinski, [0065], lines 1-6), and notifies the print system 
of image-processing mode of the image data and makes the print system execute print 
processing (Sowinski, [0037], line 40, image printing, and [0071], lines 1-3, image 
reproduction that incorporates appearances selected by user, image 
reproduction includes printing); 

image-processing means (Sowinski, [0135], lines 2-3, photofinishing service 
provider) for performing image processing for one or more image used for selecting the 
image-processing mode (Sowinski, [0127], lines 1-6, and Fig. 10 item 1004, 
rendered images are presented to user for selection); 

selection-inquiry means (Sowinski, [0135], lines 2-3, photofinishing service 
provider) for inquiring about which of the sample image stored in an image database in 
advance and the image data transmitted from the user terminal the user wants to select 
as an image-processing-mode-selection image (Sowinski, [0135], lines 8-11, 
customer's image from a recent order pre-set is sample image stored; Fig. 4A, 
"I'LL PICK PICTURE LOOKS MYSELF" is image data transmitted from the user 
terminal), transmitting the image-processing-mode-selection image to the user terminal 
and receiving information about a result of selection made by the user from among the 
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image-processing-mode-selection image (Sowinski, [0127], lines 1-6, and Fig. 10 
item 1004, rendered images are presented to user for selection, according to Fig. 
10, user is selecting, among other things, a first choice for image rendering - see 
category in Fig. 10 above item 1006); and 

selection-result-storing means (Sowinski, [0129], lines 7-9, since the recitation 
of storing is given, a selection-result-storing means is inherent) for storing the 
selection-result information (Sowinski, [0129], lines 7-9, stored in file); and 

a printer (Sowinski, Fig. 5, item 506 or item 507) for executing print processing 
in the image-processing mode (Sowinski, [0060]), 

wherein the print-control means determines the image-processing mode of which 
the print system is notified based on the selection-result information stored in the 
selection-result- storing means (Sowinski, [0127], lines 1-9, and [0137], line 1 - 
[0138] line 5, profile is developed from user selection, profile is used to fulfill film 
processing). 

In regard to claims 25 and 31, the claims recite essentially the same subject 
matter as claim 19, and are therefore rejected for the same reason as claim 19. 

In regard to claims 20, 26, and 32, which depend from claims 19, 25, and 31, 
respectively, Sowinski discloses wherein the image- processing means performs 
multilevel-image processing for the image-processing mode (Sowinski, [0126], lines 3- 
12, multi-level processing includes picture look preferences) and the selection- 
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inquiry means transmits at least two image-processing-mode-selection images obtained 
by performing a multilevel-image processing to the user terminal so that the user makes 
selection, wherein each of the at least two image-processing-mode-selection images 
represents a different level of image processing of the image processing mode 
(Sowinski, [0127], lines 1-6, and Fig. 10 item 1004, rendered images are presented 
to user for selection, according to Fig. 10, user is selecting, among other things, a 
first choice through a fourth choice for image rendering - see category in Fig. 10 
above item 1006). 

In regard to claims 21, 27, and 33, which depend from claims 19, 25, and 31, 
respectively, Sowinski discloses wherein the image- processing means performs the 
image processing for any one of the sample image stored in the image database in 
advance (Sowinski, [0040], line 6, and [0127], lines 1-6, and category in Fig. 10 
above item 1006) or the image data transmitted from the user terminal (Sowinski, 
[0135], lines 8-11, the disclosure of presenting one of the customer's image from 
a recent order inherently means that the image-processing means performs the 
image processing for image data transmitted from the user terminal. Moreover, 
Sowinski is directed to photofinishing (see Sowinski, [0002], lines 1-10), so its 
inherent that that the image-processing means performs the image processing 
for image data transmitted from the user terminal). 
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In regard to claims 22, 28, and 34, which depend from claims 21 , 27, and 33, 
respectively, Sowinski discloses wherein the image-processing-mode-selection image is 
selected and the image processing is performed according to information about a result 
of the selection made by the user for the inquiry (Sowinski, [0135], lines 8-11, 
customer's image; Sowinski, [0040], line 6, and [0127], lines 1-6, and category in 
Fig. 10 above item 1006, selection of sample image; Sowinski, Fig. 4A, left column 
of Fig. 4A under "SELECT LOOKS" heading and "MY PICTURES" heading. The 
categories in the left hand column of Fig. 4A are giving the user the option to 
select a previous picture ("MY PICTURES"), and a sample image ("SELECT 
LOOKS")). 

In regard to claims 23, 29, and 35, which depend from claims 19, 25, and 31, 
respectively, Sowinski discloses means (Sowinski, Fig. 4A) for asking the user about a 
type of the image-processing mode in which the image-processing means performs the 
image processing via the user terminal (Sowinski, Fig. 4A, left column of Fig. 4A, 
under "SELECT LOOKS" heading), wherein the type of the image-processing mode is 
determined according to a result of selection made by the user for the inquiry 
(Sowinski, [0054], lines 1-21). 

In regard to claims 24, 30, and 36, which depend from claims 19, 25, and 31, 

respectively, Sowinski discloses wherein the image- processing mode includes at least 
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one of outline emphasis, hue, color density, gradation, and contrast (Sowinski, [0126], 
lines 3-12, hue). 

Response to Arguments 

9. Applicant's arguments with respect to claims 19-36 have been carefully 
considered but are not persuasive. 

In regard to the rejections of the claims, Applicant argues that Sowinski does 
not disclose "inquiring about which of the sample image stored in an image database in 
advance and the image data transmitted from the user terminal the user wants to select 
as an image-processing-mode-selection image." See Amendment, pg. 10. That is, 
Applicant is essentially arguing that the image that Sowinski selects is not a sample 
image, but is an image owned by Sowinski. See Id. While it may be true that Sowinski 
selects one of his previous images, this image is a sample image that has been stored, 
as the claims require. See, for example, Sowinski, [0040], and [0135]. Moreover, 
Applicant's claims do not require that the sample image be an image that is not owned 
by a user. 

Accordingly, Applicant's arguments are not persuasive. 

Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ERIC A. RUST whose telephone number is (571)-270- 
3380. The examiner can normally be reached on Monday - Friday, 8:00 a.m. - 5:00 
p.m., EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Benny Tieu can be reached on (571)-272-7490. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
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Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/ERIC A. RUST/ 
Examiner, Art Unit 2625 
12/14/2009 



/Benny Q Tieu/ 

Supervisory Patent Examiner, Art Unit 2625 



